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DETAILED ACTION 
Continued Prosecution Application 

A request for continued examination under 37 CFR 1.114, including tfie fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination undier 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/24/2006 has been entered. 

Applicant's Terminal Disclaimer, filed on 8/24/2006, has overcome the 
obviousness-type provisional double patenting rejection over copending application 
09/132,593. 

Claims 7-24 are pending. 

Claim Objections 

Claims 9, 12, 1 5, 1 8, 21 and 24 are objected to because of the following 
informalities: The use Markush group is improper. The components in a Markush 
group should be singular, linked by commas and the conjunction word "and" should be 
used to link the last two components in the Markush group. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7-24 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The phrase "being characterized by" renders the claims indefinite because this 
recitation is directed to a feature that is not necessarily present and thereby renders the 
claims indefinite. This rejection can be overcome by re-phrasing the claims to avoid 
using the phrase "characterized by". For example, applicant may wish to recite claim 1 
as "An isomerized conjugated linoleic acid composition comprising c9,t11- 
octadecadienoic acid and t10,c12-octadecadienoic acid wherein the total amount of 
c9,t1 1-octadecadienoic and c10,t12-octadecadienoic acid is at least 50% and the total 
amount of the isomers of 1 1 ,13-octadecadienoic acid and 8,10-octadecadienoic acid is 
less than one percent. 

The term "peak area percentage" in the claims is a relative term which renders 
the claim indefinite. The term "peak area percentage" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the invention 
because it is unclear what the limitation is by the recitation of "peak area percentage". 

The recitation of "comprising at least 50% c9,t1 1-octadecadienoic acid and 
t10,c12- octadecadienoic acid" renders the claims indefinite because there could be two 
different interpretations for this recitation as follows: 
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The isomerized conjugated linoleic acid composition comprising c9,t1 1- 
octadecadienoic acid and t10,c12- octadecadienoic acid where the amount of c9,t1 1- 
octadecadienoic acid is at least 50% and there is no limit for the amount of c10,t12- 
octadecadienoic acid; or 

The isomerized conjugated linoleic acid composition comprising c9,t1 1- 
octadecadienoic acid and t10,c12-octadecadienoic acid where the total amount of 
c9,t11 -octadecadienoic and c10,t12-octadecadienoic acid together is at least 50%. 

For examination purposes, the latter interpretation is used. 

The recitation of "including less than one percent 1 1 ,13-octadecadienoic and 
8,1 1 -octadecadienoic acid isomers expressed as peak area percentage" renders the 
claims indefinite because there could be two different interpretations for this recitation 
as follows: 

The isomerized conjugated linoleic acid composition is characterized in including 
less than one percent of 11,13-octadecadienoic acid and including the 8,10- 
octadecadienoic acid isomers expressed as peak area percentage; or 

The isomerized conjugated linoleic acid composition is characterized in including 
the isomers of 1 1,13-octadecadienoic acid and 8,10-octadecadienoic acid where the 
total amount of the isomers of 1 1 ,13-octadecadienoic acid and 8,10-octadecadienoic 
acid is less than one percent which is the peak area percentage. 

For examination purposes, the latter interpretation is used. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a Written description of the invention, and of the manner and process of 
making and using It, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 8-9, 11-12, 14-15. 17-18, 20-21 and 23-24 are rejected under 35 
U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The invention of claims 8-9, 11-12, 14-15, 17-18, 20-21 and 23-24 are directed to 
a composition of isomerized conjugated linoleic acid comprising c9,t1 1-octadecadienoic 
acid and t10,c12-octadecadienoic acid where the total amount of c9,t1 1- 
octadecadienoic and c10,t12-octadecadienoic acid together is at least 50% wherein 
said conjugated linoleic acid composition is an ester. Claims 9, 12, 15, 18, 21 and 24 
are directed to esters selected from the group consisting of methyl esters, ethyl esters, 
triglycerides. 

The recitation of the claims encompasses a broad range of compounds without 
any structural limitation other than the requirements of a chemical bond for an ester An 
ester of a compound only defines a chemical bond in the compound and therefore 
encompasses an unlimited range of compounds. Furthermore, the recitation of claims 
9, 12, 15, 18, 21 and 24 encompasses mixtures of the esters. The specification only 
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provides in one situation where the free fatty acids from the isomerization of Safflower 
Oil are converted to methylesters for Gas Chromatography analysis. The specification 
does not provide any description for the esters of octadecadienoic acid or mixtures of 
the esters. No support or working example of the esters of octadecadienoic acid is 
provided in the specification for the claimed composition. No structure is defined other 
than the chemical bond of ester. No guidance is established as to how to screen for the 
compound of an ester of the octadecadienoic acid or a mixture of the esters. The 
disclosure does not meet the written description provision of 35 USC § 1 12, 1st 
Paragraph. The specification provides insufficient written description to support the 
genus encompassed by the claims to include an ester of the octadecadienoic acid. 

Vas-Cath Inc. v. Mahurkar, 19 USPQ2d 1111, makes clear that "applicant must 
convey with reasonable clarity to those skilled in the art that, as of the filing date sought, 
haor she was in possession of the invention. The invention is, for purposes of the 
/written description' inquiry, whatever is not claimed." (See page 1117). The 
specification does not "clearly allow persons of ordinary skilled in the art to recognize 
that [he or she] invented what is claimed." (See Vas-Cath at page 1116). 

In the instant case, a skilled artisan cannot envision the detailed chemical 
structure of an ester of the octadecadienoic acid or mixtures of the esters of the 
octadecadienoic acid. Adequate written description requires more than a mere 
statement that it is part of the invention and reference to potential compounds. The 
chemical itself is required. See Fiers v. Revel, 25 USPQ2d 1601. 1606 (CAFC 1993) 
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and Amgen Inc. V. Chugai Phannaceutical Co. Ltd., 18 USPQ2d 1016. Finally, 
University of California v. Eli Lilly and Co., 43 USPQ2d 1398, 1404, 1405 held that: 

...To fulfill the written description requirement, a patent specification must 
describe an invention and do so in sufficient detail that one skilled in the art can clearly 
conclude that "the inventor invented the claimed invention." Lockwood v. American 
Airlines, Inc., 107 F.3d 1565, 1572, 41 USPQ2d 1961. 1966 (1997); In re Gosteli, 872 F. 
2d 1008, 1012, 10 USPQ2D 1614, 1618 (Fed. Cir. 1989) ("[T]he description must clearly 
allow persons of ordinary skill in the art to recognize that [the inventor] invented what is 
claimed."). Thus, an applicant complies with the written description requirement "by 
describing the invention, with all its claimed limitations, not that which makes it obvious," 
and by using "such descriptive means as words, structures, figures, diagrams, formulas, 
etc., that set forth the claimed invention." Lockwood, 107 F.3d at 1572, 41 USPQ2D at 
1966. 

Therefore, claims 8-9, 11-12, 14-15, 17-18, 20-21 and 23-24 do not meet the 
written description provision of 35 USC § 1 12, 1st Paragraph. Applicant is reminded 
that Vas-Cath makes clear that the written description provision of 35 USC § 11 2 is 
severable from its enablement provision (see page 1115). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference clalm(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

The provisional obviousness-type double patenting rejection of claims 8, 9, 1 1 , 
12, 14, 15, 17, 18, 20, 21 and 22 overclaims 1-3 of copending Application No. 
10/623,825 is maintained and repeated. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because both the instant 
invention and the copending Application teach esters of and triglycerides of 
octadecadienoic acids having content of c9, t1 1- and tlO, c12-octadecadienoic acid 
greater than 50% wherein the content of 8,10- and 11,13-octadecadienoic acid isomers 
is less than 5%, which embraces the instantly claimed percentage of 1%. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 8-9, 11-12, 14-15, 17-18, 20-21 and 23-24 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-8 
of U.S. Patent No. 6,333,353. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the patented invention is directed to a 
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composition comprising 92% of tlO, c12 isomer of conjugated linoleic acid which 
overlaps with the composition of isomerized conjugated linoleic acid comprising at least 
50% c9,t1 1-octadecadienoic acid and t10,c12-octadecadienoic acid as claimed in the 
instant application. 

In looking in continuity data, it is noted that applicant has numerous patents 
encompassing the same or similar subject matter of the instant application, for example, 
claims 1-20 of US Patent 6,465,666, Applicant should review all subject matter 
considered the same or similar and submit the appropriate Terminal Disclaimer(s). 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nancy L. Zhang whose telephone number is (571)-272- 
8270. The examiner can normally be reached on Mon.- Fri. 8:30am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571 )-272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http.7/pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Nancy Zhang 
Patent Examiner 
AU1614 
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Primary Patent Examiner 
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